encompass the hydroxyphenyl radicaL On the contrary, Hackh's [Chemical Dictionary] 
•^eS de foes ptenyl' as the monovalent radicaL. derived frombenzene... or 

phenol" 5 ) ^pjjc^T MAY BE OWN LEXICOGRAPHER 

Applicant may be his or her own lexicographer as long as the parang asjg«d to the 
tern is not repugnant to the term's well known usage. In re Hill, 16 F.2d 367, 73 
So 482 (CCPA 1947). Any special meaning assigned to aterm"mustbe sufficiently 
de^tspecificationiany^ 

oy apersonof expenence in the field ofthe '^^^^^^^ * 
Medzam Ltd., 133 F.3d 1473, 1477, 45 USPQ2d 1429, 1432 (Fed. Cir. 1998). 
211 1.02 Weight of Preamble 

"[A] claimpreamble has the import that the claim as a whole suggests 
Communications Research, Inc. v. Vitalink Communications Corp , 55 F.3d 615, 
620 34 USPQ2d 1816, 1820 (Fed. Cir. 1995). "If the claimpreamble when read m 
Ae context ofle entire ckim, recites limitations ofthe clam, or, if the cbnnpn^bs 
necessary to give life meaning, and vitality' to the claim, then ihe claim preamble should 
recoSmaedSfhuie balance ofthe c\^" Pitney Bowes, Inc. v. Hewlett-Packard 
Co Sid 1298 1305, 51 USPQ2d 1161, 1165-66 (Fed. Cir. 1999) See also 
KropTv Rolie, 187F.2d'l50, 152, 88 USPQ 478, 481 (CCPA 1951) (Apreamble 
reciting "An abrasive article" was deemed essential to pomt out the invention defined by 
S? to » article comprising abrasive grains and a hardened binder and fte process of 
nSgh^Tcourt Zd "ifis only by that phrase that it can be know, that the subject 
matter defined by the claims is comprised as an abrasive article. Every union ot 
^cefcapable inter alia of as abrasive grains and a binder is not an abrasive 
article.'" Therefore, the preamble served to further define the structure ofthe article 
produced.). 

PREAMBLE STATEMENTS LIMITING STRUCTURE 

Any terminology in the preamble that limits the structure ofthe claimed invention must be 
touted as a claknlimitatioa See, e.g, Coming Glass Works v. Sumitomo Elec. U.SM 
lZ 868 F 2d 1251, 1257, 9 USPQ2d 1962, 1966 (Fed. Cir. 1989) (The determination 
of whether preamble recitations are structural limitations can be ° f 
L entirety ofthe application "to gain an understanding of what ^the inventors actually 
Lnted and intended to encompass by the claim"); P^ k v Amerac Corp., 
9o1 F 2d 796, 801, 14 USPQ2d 1871, 1876 (Fed. Cir. 1990) (determining that 
preantle language that constitutes a structural limitation is actually part of the clairad 
£55- SeTalo In re Stencel, 828 F.2d 751, 4 USPQ2d 1071 (^^987). 
(The claim at issue was directed to a driver for setting a joint of a threaded collar, 
however the body ofthe claim did not directly include the stature of coM as p*t of 
the claimed article. The examiner did not consider the preamble, which did set forth the 
smicuTof the collar as limiting the claim The court found that the collar sfructure could 
n^ored. ^e the clainfwas not directly limited to the collar, the collar structure 
recited m the preamble did limit the structure ofthe driver. "[T]he framework - the 
teachings ofthe prior art - against which patentability is measured is not all drivers 
broX but driers suitable for use in combination with this collar, for the claims are so 
limited." Id. at 1073, 828 F.2d at 754.). 

PREAMBLE STATEMENTS RECITING PUR-POSE OR INTENDED USE 
The claimpreamble must be read m the context ofthe entire claim The determination of 
XL Preamble recitations are structural limitations or mere statements of purpos^n *e 
Tan be resolved only on review ofthe entirety ofthe [record] to gam ^ ^erstardmg of 
what the inventors actually invented and intended to encompass by the claim Corning 



Glass Works, 868 F.2d at 1257, 9 USPQ2d at 1966. If the body of a claim fully and 
iriftinsically sets forth all of the limitations of the claimed invention, and the preamble 
merely states, for example, the purpose or intended use of the invention, rather than any 
distinct definition of any of the claimed invention's limitations, then the preamble is not 
considered a limitation and is of no significance to claim constructioa Pitney Bowes, Inc. 
v Hewlett-Packard Co., 182F.3d 1298, 1305, 51 USPQ2d 1161, 1165 (Fed. Cir 

1999) See also Rowe v. Dror, 112 F.3d 473, 478, 42 USPQ2d 1550, 1553 (Fed. Cir 
1997) ("where a patentee defines a structurally complete invention m the claim body and 
uses the preamble only to state a purpose or intended use for the invention, the preamble 
is not a claim limitation"); Kropa v. Robie, 187 F.2d at 152, 88 USPQ2d at 480-81 
(preamble is not a limitation where claim is directed to a product and the preamble 
merely recites a property inherent in an old product defined by the remainder of the 
claim)- STXLLC. v. Brine, 211 F.3d 588, 591, 54 USPQ2d 1347, 1350 (Fed. Or 

2000) (holding that the preamble phrase "which provides improved playing and handling 
characteristics" in a claim drawn to a head for a lacrosse stick was not a claim limitation). 
During examination, statements in the preamble reciting the purpose or intended use of 
the claimed invention must be evaluated to determine whelher the recited purpose or 
intended use results in a structural difference (or, in the case of process claims, 
manipulative difference) between the claimed invention and the prior art. If so, the 
Stion serves to limit the claim See, e.g, In re Otto,3U F.2d 937, 938, 136 USPQ 
458 459 (CCPA 1963) (The claims were directed to a core member for hair curlers and 
a process of making a core member for hair curlers. Court held that the intended use of 
hair curling was of no significance to the structure and process of making); In re Srnex, 
309 F 2d 488 492, 135 USPQ 302, 305 (CCPA 1962) (statement of intended use m 
an apparatus c'laim did not distinguish over the prior art apparatus). If a pnor art structure 
is capable of performing the intended use as recited in the preamble, then it meets the 
clain? See, e g, In re Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 1429 1431 (Fed. 
Cir 1 997) (anticipation rejection affirmed based on Board's factual finding that the 
reference dispenser (a spout disclosed as useful for purposes such as dispensing oil from 
an oil can) would be capable of dispensing popcorn in the manner set forth m appellant s 
claim 1 (a dispensing top for dispensing popcorn in a specified manner)) and cases cited 
therein See also MPEP § 2112 - § 2112.02. 

2111.03 Transitional Phrases 

Ihe transitional phrases "comprising", "consisting essentially of and "consisting of define 
the scope of a claim with respect to what unrecited additional components or steps, if any, 
are excluded from the scope of the claim 

The transitional term "comprising", which is synonymous with "including," "containing," or 
"characterized by," is inclusive or open-ended and does not exclude additional, unrecited 
elements or method steps. See, e.g., Genentech, Inc. v. Chiron Corp., 112 F.3d 495, 
501 42 USPQ2d 1608, 1613 (Fed. Cir. 1997) ("Comprising" is a term of art used m 
claim language which ireans that the named elements are essential, but other elements 
may be added and still form a construct within the scope of the claim); Moleculon 
Research Corp. v. CBS, Inc., 793 F.2d 1261, 229 USPQ 805 (Fed. Cir. 1986); In re 
Baxter 656 F.2d 679, 686, 210 USPQ 795, 803 (CCPA 1981); Ex parte Davis, 80 
USPQ 448, 450 (Bd. App. 1948) ("comprising" leaves 'the claim open for the inclusion 
of unspecified ingredients even in major amounts"). 

The transitional phrase "consisting of excludes any element, step, or ingredient not 
specified in the claim In re Gray, 53 F.2d 520, 11 USPQ 255 (CCPA 1931); fir 
parte Davis 80 USPQ 448, 450 (Bd. App. 1 948) ("consisting of defined as closing 
the claim to the inclusion of materials other than those recited except for impurities 
ordinarily associated therewith"). A claim which depends from a claim which consists 



